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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)

)
JAKKS PACIFIC, INC., ) Opposition No. 91,166,342
) Serial No. 78/337,577
Opposer, ) Mark: JAX

-VS.- )

)

JAX, LTD., g

Applicant.

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

MOTION FOR LEAVE TO AMEND ANSWER TO ASSERT A COUNTERCLAIM

Pursuant to 37 C.F.R. § 2.107, Applicant, Jax, Ltd., respectfully brings this motion
seeking leave of the Board to amend its Answer to the Notice of Opposition to assert an
additional affirmative defense and a counterclaim for cancellation of Opposer’s Registration No.
2,267,543. A copy of the proposed Amended Answer to the Notice of Opposition and
Counterclaim is attached hereto.

FACTUAL BACKGROUND

L JAX LTD., INC.

Petitioner Jax Ltd., Inc. has for many years, and at least since 1981, been engaged in the
manufacture, distribution, advertising, and sale of games, namely board and card games. While

Opposer Jakks Pacific, Inc. is in the toy business, Petitioner used the JAX trademark in



connection with the advertising and sale of board and card games for more than 15 years prior to
the first use by JAKKS Pacific.

11. PROCEDURAL POSTURE — THE OPPOSITION PROCEEDING.
A. The Case Started In 2005.

This opposition proceeding was commenced on August 23, 2005. Jax served and filed its
Answer on October 4, 2005 in accordance with the TTAB’s Scheduling Order. Thereafter, in
November 2005, Jax learned of information that forms the basis for the additional affirmative
defense and counterclaim it seeks permission to assert. See Declaration of Cynthia A. Moyer,
dated April 21, 2008, 99 2-3 (hereafter “Moyer Dec.”); Declaration of Zelman Levine, dated
April 21, 2008, 99 2-3. Jax brings its motion to amend now, as opposed to at an earlier time,
because the case has been suspended for many months while the parties pursued settlement.
Indeed, the parties may still pursue settlement, but Jax prefers to present this motion and
dispense with this issue. Moyer Dec., 9 4.

B. Jax Raised the Issue of Amending in Early 2006.

The events that have transpired after Jax learned of the factual basis for its additional
defense and counterclaim are as follows. After conferring with Jax, Molly Loussaert of
Fredrikson & Byron contacted Larry Miller, counsel for Opposer Jakks Pacific, Inc., by letter
dated February 22, 2006. Moyer Dec., § 5. In that letter, Ms. Loussaert informed Jakks that “we
will seek to amend our Answer in this proceeding and also intend to pursue a Cancellation
Proceeding against your client’s registration for JAKKS PACIFIC, Reg. No. 2,267,543.” As part
of the letter, Ms. Loussaert requested that counsel for Jakks “join us in our pursuit to amend our
Answer and not oppose our eventual motion to consolidate the two proceedings in the interests

of judicial economy and logic.” Moyer Dec., Exhibit A.



C. Opposer Jakks Proposes Suspending the Case.

At the time of the February 22, 2006, letter from Ms. Loussaert, Jakks had served written
discovery on Jax, but responses were not yet due. Upon receipt of the February 22, 2006, letter,
Mr. Miller and Ms. Loussaert talked. Mr. Miller proposed suspending the proceeding so the
parties could discuss settlement. He also granted Jax an indefinite extension of time in which to
respond to the written discovery. Moyer Dec., 9 6.

Ms. Loussaert agreed, and on February 27, 2006, Mr. Miller filed a Motion for
Suspension for Settlement with Consent. Moyer Dec., 9 7. The TTAB granted that motion and
the case was suspended. Id.

D. Opposer Jakks Proposes Three More Suspensions.

Thereafter, each time the suspension expired, the parties conferred and Mr. Miller filed a
Motion for Suspension for Settlement with Consent. This happened three more times. Moyer
Dec., 9 7.

E. Jax Seeks an Extension of the Discovery Period.

In October 2007, the parties were still talking about settlement, but rather than
suspending the case again, Ms. Loussaert filed a consented motion to extend the discovery
period. In November 2007, the parties were still talking settlement, and Ms. Cynthia Moyer
(also counsel for Jax) filed another motion to extend the discovery period. Moyer Dec., q 8.

F. Opposer Jakks Proposes Another Suspension.

In December 2007, Mr. Miller called and said he needed more time to confer with his
client regarding settlement. As a result, he requested that the parties suspend the case again. Jax
agreed, and on December 19, 2007, Jakks Pacific filed the fourth Motion for Suspension for
Settlement with Consent. Moyer Dec., 9 9. Thereafter the case was suspended until March 19,

2008.



G. Jax Seeks Consent to the Amendment but Jakks Wants More Time.

On April 9, 2008, Jax contacted Jakks Pacific and asked it to consent to a stipulation
permitting Jax to amend its answer to add an additional affirmative defense and a counterclaim
for cancellation. Moyer Dec., 9 11.

Jakks Pacific did not immediately respond, so on April 11, 2008, Jax sent Jakks Pacific a
letter by fax in which Jax again asked Jakks Pacific to consent to a stipulation permitting Jax to
amend its answer and to assert a counterclaim. Moyer Dec., q 12. On April 14, Jakks Pacific
responded and said, “we have received your email and fax but we need more time to respond as
we have been involved in complex litigation. We are still hopeful of resolving this matter
amicably but need an additional two weeks to respond.” Moyer Dec., Exhibit B. Despite the
request from the Opposer, given the current Scheduling Order, Jax did not want to continue to
wait on Jakks Pacific. Rather, Jax has opted to go ahead with its present motion to amend.
Moyer Dec., 9 14.

III. THE BASIS FOR THE PROPOSED AMENDMENT.

As noted at the outset of this brief, Jax’s proposed Amended Answer and Counterclaim is
attached hereto as Exhibit 1. The factual basis for the proposed amendment is as follows':

In approximately August 1995, Jax learned that an individual named Jack Freedman was
contemplating forming a corporation to engage in the toy and game business under the name
“JAXX.” See Proposed Counterclaim, q 9 (hereafter Counterclaimq ). By letter dated

August 31, 1995, counsel for Petitioner wrote Jack Freedman, currently the CEO of Jakks

! For purposes of this motion to amend, the facts as alleged in Jax Ltd., Inc.’s proposed
Amended Answer and Counterclaim are deemed true. See Commodore Elecs. 1td. v. CBM
Kabushki Kaisha, 26 U.S.P.Q.2d 1503, at *3-5 (TTAB 1993) (the relevant inquiry on a motion to
amend a pleading is whether the amendment is legally sufficient, not whether the underlying
facts are true, because “if the underlying facts or circumstances relied on by a [party] may be a
proper subject of relief, he ought to be afforded an opportunity to test his claims on the merits.”
(quoting Foman v. Davis, 331 U.S. 178, 182 (1962)).



Pacific, and informed him that Petitioner “has been in the toy and game business utilizing the
JAX corporate name for many years.” As such, Jax demanded that Mr. Freedman “not engage in
the sale of toys or games utilizing the JAXX or JAX name.” Counterclaim 9 9. A copy of the
August 31, 1995, letter is attached to the Proposed Amended Answer and Counterclaim as
Exhibit A.

Approximately 14 months later, Jax learned that Mr. Jack Freedman was engaged in the
toy and game business under the name “JAKKS TOYS.” Counterclaim 9 10. By letter dated
October 30, 1996, counsel for Petitioner wrote Jack Freedman again and informed him that “the
use of the name JAKKS by you, on, or in connection with, toys or games, is a violation of our
client’s trademark rights. Your intentional use of a similar name appears to be designed to
confuse the trade and customers and mislead them as to the source of the products.” As such,
Jax demanded that Mr. Freedman “immediately cease and desist from utilizing the ‘JAKKS’
name in the sale of toys or games.” Counterclaim § 10. A copy of the October 30, 1996, letter is
attached to the Proposed Amended Answer and Counterclaim as Exhibit B.

Approximately one month after receiving the October 30, 1996 letter, on November 25,
2006, Registrant filed its trademark application for “JAKKS PACIFIC.” Counterclaim § 11. As
part of that application, Mr. Joel Bennett, the Chief Financial Officer for Registrant signed a
Declaration dated November 21, 1996, that “to the best of his knowledge and belief, no other
person, firm, corporation, or association has the right to use the above identified trademark in
commerce, either in the identical form thereof or in such near resemblance thereto as to be likely
... to cause confusion, or to cause mistake, or to deceive.” A copy of the November 21, 1996,

Declaration is attached to the proposed Amended Answer and Counterclaim as Exhibit C.



As a result of the foregoing, Registrant was aware of the JAX trademark at the time
Registrant applied for the JAKKS PACIFIC registration and the declaration of Mr. Joel Bennett
was false. Counterclaim 9] 12. Registrant fraudulently obtained Registration No. 2,267,543 from
the Patent and Trademark office by submitting the false declaration of Mr. Joel Bennett.

As a result, through the proposed amendment, Applicant seeks cancellation of Registrant’s
Registration and dismissal of the opposition so that the JAX trademark proceeds to registration.
Counterclaim 9 13.

ARGUMENT

I. LEGAL STANDARD.

When determining whether to permit a party to amend its answer, the Board “freely
give[s] leave [to amend] when justice so requires.” See 37 C.F.R. § 2.107; Fed. R. Civ. P.
15(a)(2). Consequently, “the Board liberally grants leave to amend pleadings at any stage of a
proceeding when justice so requires, unless entry of the proposed amendment would violate

settled law or be prejudicial to the rights of the adverse party or parties.” Boral Ltd. v. FMC

Corp., 59 U.S.P.Q.2d 1701, 1702 (TTAB 2000). Hence, the proposed amendment must be (1)
meritorious in that it is not contrary to settled law, and (2) not prejudicial to the opposing party.
In addition, a third factor is also considered. Namely, when deciding whether to permit
an amendment to assert a counterclaim attacking the validity of a registration pleaded in the
opposition, the Board also considers the requirements of 37 C.F.R. § 2.106(b)(2)(1). Pursuant to
this regulation, if the grounds for such a counterclaim “are known to the applicant when the
answer to the opposition is filed, the counterclaim shall be pleaded with or as part of the
answer.” Id. “If grounds for a counterclaim are learned during the course of the opposition
proceeding, the counterclaim shall be pleaded promptly after the grounds therefore are learned.”

Id. In addition, if a pleader “fails to set up a counterclaim through oversight, inadvertence, or



excusable neglect, or when justice requires, he may, by leave of the [Board], set up a

counterclaim by amendment.” See’s Candy Shops Inc. v. Campbell Soup Co., 12 U.S.P.Q.2d
1395, 1397 (TTAB 1989).

In the case at bar, as discussed below, Jax’s proposed amendment easily satisfies all three
areas of inquiry. The proposed amendment is consistent with settled law and is meritorious, it
will not prejudice the opposing party, and Jax first raised the issue of amendment shortly after
learning the factual basis for the proposed amendment, and the case was suspended thereafter for
many months to enable the parties to discuss settlement. Therefore, as shown below, Jax’s
motion to amend should be granted.

11. JAX’S PROPOSED AMENDMENT IS LEGALLY MERITORIOUS.

As noted above, the first inquiry is whether the proposed amendment is contrary to
settled law. Here, the proposed amendment is to add an affirmative defense of unclean hands
and to assert a counterclaim for cancellation based on fraud. The amendment is consistent with
settled law. A party may seck to cancel a registration at any time if the “registration was
obtained fraudulently.” 15 U.S.C. § 1064. Moreover, as set forth in more detail above in the
Factual Background section, the proposed amendment to the Answer make clear that Jakks knew
about Jax when it filed its application. It had received at least two cease and desist letters from
counsel for Jax. Nevertheless, Jakks went ahead with its registration anyway, and filed a false
declaration in support of its application. Now, Jakks Pacific relies on that very registration —
Registration No. 2,267,543 — as the basis for its Opposition. As the proposed amendment to the
Answer and Counterclaim make clear, the Registration was obtained fraudulently and the claim

is not time barred. Therefore, Jax’s proposed amendment is not contrary to settled law.



1.  JAX’S PROPOSED AMENDMENT WILL NOT PREJUDICE OPPOSER.

The second inquiry is whether the proposed amendment would prejudice the opposing
party. Again, as described above in the Factual Background section, this Opposition Proceeding
has not progressed very far on the merits. While both parties have issued written discovery to
the other, neither party has responded, because the parties have been attempting to amicably
resolve the Opposition. No depositions have been taken yet either. The natural consequence of
this inactivity is that much remains to be done if the case does not settle. Because nothing has
been done, however, no prejudice can result from the amendment. As a result, Jakks Pacific
cannot legitimately claim any wasted effort or other prejudice by the proposed amendment.

Nor can Jakks Pacific claim any surprise. The issue of the proposed amendment was first
raised very early on in the case. In response, Jakks Pacific elected to pursue settlement and
sought suspensions each step of the way.

Iv.  JAX PROMPTLY SOUGHT THIS AMENDMENT, AND JUSTICE REQUIRES
THAT LEAVE FOR THIS AMENDMENT BE GRANTED.

The third inquiry is whether Jax moved promptly upon learning of the basis for the
amendment. In order to comply with Section 2.106(b)(2)(1), a party must plead this counterclaim
“promptly after the grounds therefore are learned.” 37 C.F.R. § 2.106(b)(2)(1). The Board
considers the timeliness of motions such as this “on a case-by-case basis as there is no strict
definition of ‘promptly’ under Trademark Rule 2.106.” Beth A. Chapman, Tips from the TTAB
— Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302, 307 (1991).

Here, Jax learned of the information that forms the basis for the additional affirmative
defense and counterclaim after it had filed its Answer in accordance with the TTAB’s
Scheduling Order. Moyer Dec. 9] 3. Shortly thereafter, as described in detail in the Factual

Background section above, Jax notified Opposer of its intention to seek permission to amend its



answer to assert the additional affirmative defense and counterclaim. Jax requested that Jakks
consent to the amendment. In response, Opposer proposed suspension of the proceedings so that
the parties could discuss settlement. Except for small breaks in the suspensions, the proceedings
were then suspended until March 19, 2008. Thereafter, Jax again requested that Jakks stipulate
to the proposed amendment. After considering the request, Jakks requested two more weeks to
consider it further. Given the dormant nature of these proceedings until last month, Jax has
brought the proposed amendment to the Board’s attention following expiration of the most recent
suspension in a prompt manner.

Moreover, even if the Board believes that the present motion is not timely for some

reason, it still may grant Jax leave to amend. As described in See’s Candy Shops Inc., supra,

Section 2.106 does not function as an absolute bar on proposed counterclaims such as these. Id.
at 1396-97. Instead, if justice requires, the Board may grant leave for such an amendment
pursuant to Fed. R. Civ. P. 13(f) and 37 C.F.R. § 2.116. Id. Here, as in See’s Candy, the
opposition proceeding is still in the early stages of discovery and the effect of denying the
proposed amendment would be to foreclose Jax from asserting its fraud claim against Opposer’s
pleaded registration. Id. Consequently, even if the Board considers this motion to be untimely,
leave to amend can — and should — be granted.
CONCLUSION

For the reasons set forth above, Applicant respectfully requests that the Board grant its
Motion for Leave to Amend its Answer to Assert an additional affirmative defense and a
Counterclaim for cancellation of Registration No. 2,2647,543 based on fraud on the Patent and

Trademark Office in connection with the application.



Dated: April 21, 2008

-10 -

/Cynthia A. Mover/

Cynthia A. Moyer

Grant Fairbairn

Sarah C.S. McLaren
FREDRIKSON & BYRON, P.A.
Suite 4000

200 Sixth Street South
Minneapolis, MN 55402-1425
(612) 492-7000

(612) 492-7077 (Fax)
cmoyer@fredlaw.com
gfairbairn@fredlaw.com
smclaren@fredlaw.com

Attorneys for Applicant
Jax, Ltd.
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I hereby certify that true and correct copies of the MOTION FOR LEAVE TO AMEND
ANSWER TO ASSERT A COUNTERCLAIM, AMENDED ANSWER TO NOTICE OF
OPPOSITION AND COUNTERCLAIM, DECLARATION OF CYNTHIA A. MOYER IN
SUPPORT OF APPLICANT’S MOTION TO AMEND ITS ANSWER TO ASSERT A
COUNTERCLAIM, and DECLARATION OF ZELMAN LEVINE IN SUPPORT OF
APPLICANT’S MOTION TO AMEND ITS ANSWER TO ASSERT A COUNTERCLAIM
were served by United States mail on the attorney of record for Opposer in this action, Larry
Miller, Feder, Kaszovitz, Isaacson, Weber, Skala, Bass & Rhine LLP, by mailing it to his address
of record by first-class mail, postage prepaid, this 21st day of April, 2008.

[Sarah C.S. McLaren/
Sarah C.S. McLaren
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JAKKS Pacific, Inc., Opposition No. 91,166,342
Serial No. 78/337,577
Opposer, Mark: JAX
V.
For Cancellation:

Trademark Registration No. 2,267,543
For the Mark: JAKKS PACIFIC

Applicant. Date Registered: August 3, 1999

Jax Ltd., Inc.

N e v N e N Nt v e’

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

AMENDED ANSWER TO NOTICE OF
OPPOSITION AND COUNTERCLAIM

Applicant, Jax Ltd., Inc. for its Amended Answer to the Notice of Opposition filed by

Opposer, JAKKS Pacific, Inc., states and alleges as follows:

1. Applicant admits the allegations contained in Paragraph 1 of the Notice of
Opposition.
2. Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in Paragraph 2 of the Notice of Opposition and therefore denies
same.

3. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 3 of the Notice of Opposition and therefore denies
same.

4. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 4 of the Notice of Opposition and therefore denies

same.



5. Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in Paragraph 5 of the Notice of Opposition and therefore denies

same.
6. Applicant denies the allegations contained in Paragraph 6 of the Notice of
Opposition.
SEPARATE DEFENSES
7. There is no likelihood of confusion between Opposer’s mark and Applicant’s

mark because they differ in appearance, sound, connotation and communicate a different overall
commercial impression.
8. The goods on which Opposer’s mark is used are completely different from those

goods under Applicant’s mark.

9. Opposer’s goods and Applicant’s goods are not sold in the same channels of
trade.
10. Opposer’s opposition is barred by Opposer’s unclean hands.
COUNTERCILAIM

Petitioner JAX Ltd., Inc. (“Petitioner” or “Jax’), a Minnesota corporation located at 141
Cheshire Lane, Suite 100, Plymouth, Minnesota 55441, believes it is or will be damaged by
Registration No. 2,267,543, (the “Registration”) and hereby petitions to cancel the Registration
on the following grounds:

1. Upon information and belief, the name and current address of Registrant is
JAKKS Pacific Inc. (“Registrant” or “JAKKS Pacific”), 22619 Pacific Coast Highway, Malibu,
CA 90265.

2. Petitioner has for many years, and at least since 1981, been engaged in the

manufacture, distribution, advertising, and sale of games, namely board and card games.



3. Upon information and belief, Petitioner used the JAX trademark in connection
with the advertising and sale of board and card games for more than 15 years prior to the first use
by JAKKS Pacific.

4. Petitioner has sold many thousands of dollars worth of goods under the JAX
trademark, and has spent substantial sums in advertising and promoting the JAX trademark
throughout the United States.

5. By virtue of Jax’s aforesaid extensive sales and promotion, Jax has built up and
owns valuable goodwill which is symbolized by its JAX trademark.

6. The use of the JAKKS PACIFIC trademark by Registrant for “toys, namely, male
action figures, radio controlled vehicles, fashion dolls and many dolls” is likely to cause
confusion, mistake or deception with Petitioner’s JAX trademark and to cause the belief that
Registrant’s JAKKS PACIFIC goods are goods sponsored or approved by Petitioner.

7. Upon information and belief, neither Registrant nor any predecessor or related
company of Registrant has made use of the JAKKS PACIFIC mark prior to February 2, 1997,
the date of first use claimed in Registration No. 2,267,543.

8. Use by Registrant of the JAKKS PACIFIC mark is without Petitioner’s consent or
permission.

9. In approximately August 1995, Jax learned that an individual named Jack
Freedman was contemplating forming a corporation to engage in the toy and game business
under the name “JAXX.” By letter dated August 31, 1995, counsel for Petitioner wrote Jack
Freedman, CEO of Jakks Pacific, and informed him that Petitioner “has been in the toy and game

business utilizing the JAX corporate name for many years.” As such, Jax demanded that Mr.



Freedman “not engage in the sale of toys or games utilizing the JAXX or JAX name.” A copy of
the August 31, 1995, letter is attached hereto as Exhibit A.

10.  Approximately 14 months later, Jax learned that Mr. Jack Freedman was engaged
in the toy and game business under the name “JAKKS TOYS.” By letter dated October 30,
1996, counsel for Petitioner wrote Jack Freedman and informed him that “the use of the name
JAKKS by you, on, or in connection with, toys or games, is a violation of our client’s trademark
rights. Your intentional use of a similar name appears to be designed to confuse the trade and
customers and mislead them as to the source of the products.” As such, Jax demanded that Mr.
Freedman “immediately cease and desist from utilizing the ‘JAKKS’ name in the sale of toys or
games.” A copy of the October 30, 1996, letter is attached hereto as Exhibit B.

11.  Approximately one month after receiving the October 30, 1996 letter, on
November 25, 2006, Registrant filed its trademark application for “JAKKS PACIFIC.” As part
of that application, Mr. Joel Bennett, the Chief Financial Officer for Registrant signed a
Declaration dated November 21, 1996, that “to the best of his knowledge and belief, no other
person, firm, corporation, or association has the right to use the above identified trademark in
commerce, either in the identical form thereof or in such near resemblance thereto as to be likely
... to cause confusion, or to cause mistake, or to deceive.” A copy of the November 21, 1996,
Declaration is attached hereto as Exhibit C.

12.  Asaresult of the foregoing, Registrant was aware of the JAX trademark at the
time Registrant applied for the registration of JAKKS PACIFIC and the declaration of Mr. Joel
Bennett was false.

13.  Registrant fraudulently Registration No. 2,267,543 from the Patent and

Trademark office by submitting the false declaration of Mr. Joel Bennett.



13. As aresult, Registrant’s Registration should be cancelled and the JAX trademark
should be registered.

WHEREFORE, Applicant/Petitioner Jax Ltd., Inc. respectfully requests as follows:

1. The Opposer’s Opposition be dismissed with prejudice and on the merits; and

2. The registration by Registrant of the aforesaid trademark for the aforesaid goods

be cancelled.

Dated: April 21, 2008 /Cynthia A. Moyer/

Cynthia A. Moyer

Grant Fairbairn

Sarah C.S. McLaren
FREDRIKSON & BYRON, P.A.
200 Sixth Street South, Suite 4000
Minneapolis, MN 55402-1425
(612) 492-7000

(612) 492-7077 (Fax)
cmoverwiredliaw.com
grairbaim@tredlaw.com
smclaren@fredlaw.com

Attorneys for Applicant/Petitioner
Jax Ltd., Inc.

4357904_1.DOC
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TENZER GREENBLATT LLP
THE CHRYSLER BUILDING
405 LEXINGTON AVENUE
NEW YORX, NEW YORK 10174
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Jack Freedman KR CA )
5016 North Parkway Calabasas SRR
Calabasas, Suite 100 . Lo g™

Calabasas, CA 913202 _ : :
Re:. JAXX
Dear Mr. Freedman:

We are counsel for JAX Ltd., Inc. It has recently come
to our client’s attention that you are contemplating the
formation-of ‘a corporation.to engage in the toy and game business
in the United States undexr the name JAXX. :

, This is to advise you that our client has been in the
toy and game business utilizing the JAX corporate name for many
‘vears. In addition, our client has been using the JAX trademark
for many years and recently received notice of allowance from the
United State Patent and Trademark Office af}owing’the trademark
JAX TRAVEL (AND DESIGN) for use in connection with board games.

In view of the above, any use of the name JAXX or JAX
by you, on or in connection with toys or games would be confusing
to the trade and to consumers. It would also mislead them as to
the source of the products.

Accordingly;;we herewith demand that you do not engage |
in the sale of toys or games utilizing the JAXX or JAX name.

Very truly yours,

CERTIFIED MAIL

Exhibit A
14684 /1111/BR/1E7118 .. Amended Answer
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We are counsel for JAX Ltd., Inc. It has recently come
to our client’s attention that you are contemplating the
formation of -a corporation.to engage in the toy and game business
in the United States under the name JAXX.

This is to advise you that our clienmt has been in the
toy and game business utilizing the JAX corporate name for many
years. In addition, our client has been using the JAX trademark.
for many years and recently received notice of allowance from the
United State Patent and Trademark Office atfowing the trademark
JAX TRAVEL (AND DESIGN) for use in connection with board games.

In view of the above, any use of the name JAXX or JAX
by you,

on or in connection with toys or games would be confusing
to the trade and to consumers.

It would also mislead them as to
the source of the products. | ‘ _
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JAKKS TOYS

24955 Pacific Coast Highway
Suite B202

Malibu, CA 90265-4748

Attention: Mr. Jack Friedman

Re: JAX LTD., INC.

Gentlemen:

We are counsel for JAX LTD., INC. ("JAX"). It has come
to our client’'s attention that you are engaging in the toy and game

business in the United States under the name *JAKKS TOYS".

This is to advise you that our client has been in the toy
and game business utilizing the "JAX" corporate name for many
years. In addition,.our client has been using the "JAX" trademark
for many years. Further, the trademark "JAX TRAVEL" and design was
registered with the United States Patent and Trademark Office on

» May 21, 1996, Serial number: 74/4394227.

the source of the products.

R Exhibit B

. The use of the name "JAKKS" by you, on, or in connection
with, toys or games, is a violation of our client’s trademark
rights. Your intentional use of a similar name appears to be
designed to confuse the trade and customers and mislead them as to
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98P 8L °ON c@:z1

SeEz S8/ TT



o yuur gEIVHN ADDRESS complelad on the reverae slda?

A S

TeNZER GREENBLATT LLP

JAKKS TOYS
October 30,

Page -2-

1896

Accordingly,

cease and desist from utilizing the "JAKKS" nam

toys Oor gawmes.
Very

TENZER GREENBLATT LLP

truly yours,
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DECLARATION

The undersigned being hereby warned that. w1llful false
statements and the like 'so made are: punighable’ by fine or
imprisonment, or both, under 18 U.S.C. 1001, and that such
willful false statements may jeopardize the valldlty of the
application or any resultlng registration, declares that he is’
properly authorized to execute this appllcatlon on behalf of the
applicant; he believes the applicant to be:entitled to use. ‘such
trademark in commerce; to the best of his: knowledge and belief no.
other person, firm, corporation, or association has the right to
use the above identified tirademark in commetrce, either in the
identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with: the_goods_of such -
other person, to cause confusion, or to cause mistake, or to
deceive; and that all statements made of his own ‘kKnowledge are
true and all statements made on 1nformatlon and belief are '

_belleved to be true

Dated: [\ \'M \\ﬁ b

JAKKS PACIFIC, INC.

'By:

Telephone: (310) 456-7799

R: \WPDOC\IB\JAKKSPAC.APP

Exhibit C
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JAKKS PACIFIC, INC.,

Opposer, : Opposition No. 91,166,342
-VS.- .
JAX, LTD.,

Applicant.

DECLARATION OF CYNTHIA A. MOYER IN
SUPPORT OF APPLICANT’S MOTION TO AMEND
ITS ANSWER TO ASSERT A COUNTERCLAIM

I, Cynthia A, Moyer, declare as follows:

1. I am an attorney with Fredrikson & Byron and am one of the attorneys
representing Jax Ltd., Inc. (*Jax”) in the above-referenced opposition proceeding. I make this
Declaration in support of Jax’s motion to amend its answer to assert an additional affirmative
defense and a counterclaim for cancellation of Registration No. 2,267,543.

2. This opposition proceeding was commenced on August 23, 2005. Jax served and
filed its Answer on October 4, 2005 in accordance with the TTAB’s Scheduling Order.

3. Thereafter, in November 2003, Jax learned of information that forms the basis for
the additional affirmative defense and counterclaim it seeks permission to assert.

4. Jax brings its motion to amend now, as opposed to at an earlier time, because the
case has been suspended for many months while the parties pursued settlement. Indeed, the
parties may still pursue settlement, but Jax prefers to present this motion and dispense with this
issue.

5. The events that have transpired after Jax learned of the factual basis for its

additional defense and counterclaim are as follows. After conferring with Jax, Molly Loussaert

-1-



of Fredrikson & Byron contacted Larry Miller, counsel for Opposer Jakks Pacific, Inc., by letter
dated February 22, 2006. In that letter, Ms. Loussaert informed Jakks that “we will seek to
amend our Answer in this proceeding and also intend to pursue a Cancellation Proceeding
against your client’s registration for JAKKS PACIFIC, Reg. No. 2,267,543.” As part of the
letter, Ms. Loussaert requested that counsel for Jakks “join us in our pursuit to amend our
Answer and not oppose our eventual motion to consolidate the two proceedings in the interests
of judicial economy and logic.” A true and correct copy of Ms. Loussaert’s February 22, 2006,
letter to Mr. Miller is attached hereto as Exhibit A.

6. At that time of the February 22, 2006, letter from Ms. Loussaert, Jakks had served
written discovery on Jax, but responses were not yet due. Upon receipt of the February 22, 2006,
letter, Mr. Miller and Ms. Loussaert talked. Mr. Miller proposed suspending the proceeding so
the parties could discuss settlement. He also granted Jax an indefinite extension of time in which
to respond to the written discovery.

7. Ms. Loussaert agreed, and on February 27, 2006, Mr. Miller filed a Motion for
Suspension for Settlement with Consent. The TTAB granted that motion and the case was
suspended. Thereafter, cach time the suspension expired, the parties conferred and Mr. Miller
filed a Motion for Suspension for Settlement with Consent. This happened three more times.

8. In October 2007, the parties were still talking about settlement, but rather than
suspending the case again, Ms. Loussaert filed a consented motion to extend the discovery
period. In November 2007, the parties were still talking settlement, and 1 filed another motion to
extend the discovery period.

9. In December 2007, Mr. Miller called and said he needed more time to confer with

his client regarding settlement. As a result, he requested that we suspend the case again. 1



agreed, and on December 19, 2007, he filed the fourth Motion for Suspension for Settlement
with Consent.

10. Thereafter the case was suspended until March 19, 2008.

11. On April 9, 2008, I contacted Mr. Miller by email and asked him to consent to a
stipulation permitting Jax to amend its answer to add an additional affirmative defense and a
counterclaim for cancellation.

12. I did not immediately hear from him, so on April 11, 2008, I sent Mr. Miller a
letter by fax in which I again asked him to consent to a stipulation permitting Jax to amend its
answer and to assert a counterclaim.

13. On April 14, Mr. Miller contacted me by email and said, “we have received your
email and fax but we need more time to respond as we have been involved in complex litigation.
We are still hopeful of resolving this matter amicably but need an additional two weeks to
respond.” A true and correct copy of Mr. Miller’s April 14, 2008, email is attached hereto as
Exhibit B.

14. Given the current Scheduling Order, Jax did not want to continue to wait on Jakks

Pacific. Rather, Jax has opted to go ahead with its motion to amend.

I declare under penalty of perjury under the laws of the United States that the foregoing is
true and correct, and that this declaration is executed this 21st day of April, 2008, in

Minneapolis, Minnesota.

Dated: April 21, 2008 [Cynthia A, Moyer/

Cynthia A. Moyer

4357908_1.DOC



February 22, 2006

Mr. Larry B. Miller, Esq.

Feder, Kaszovitz, Isaacson, Weber,
Skala, Bass & Rhine LLP

750 Lexington Avenue

New York, NY 10022

Re:  JAKKS Pacific, Inc. v. JAX, Ltd.
Opposition No. 91,166,342

Dear Mr. Miller:

I write for several reasons. First, I note that you directed your discovery requests and
deposition notice to my colleague, Mr. John Pickerill. Please note that all correspondence should
be directed to me and Ms. Cynthia Jokela Moyer, at the same address in the future. Ms. Moyer
and I will be your primary contacts on this matter.

Second, I ask that you grant a reasonable extension for my client to respond to your
written discovery requests. We will also need to select another date for the deposition. I ask this
because I have only recently obtained your discovery requests and deposition notice due to some
internal mail complications related to the fact you addressed them to Mr. Pickerill. Further, [ am
out of town during the week of March 6, 2006, and as such, I will be unable to produce my client
for a deposition on March 9. For these reasons, I ask that you agree to grant my client an
extension of time to respond to your written discovery responses until March 29, 2006 and that
we agree to a day during the first week of April 2006 for my client’s deposition.

I also write to make you aware that we will seek to amend our Answer in this proceeding
and also intend to pursue a Cancellation Proceeding against your client’s registration for JAKKS
PACIFIC, Reg. No. 2,297,543. I enclose for your review a copy of a letter dated August 31,
1995 from my client’s previous lawyer to your client regarding the use of the term “JAXX.”
Clearly, your client was well aware of my client’s JAX trademark at least as early as 1995 (and
we have reason to believe much longer). On this information and belief, we will seek to cancel
the JAKKS PACIFIC registration due to the fact that your client apparently misrepresented the
fact that it was not aware of any confusingly similar marks at the time it applied for registration.
Such conduct constitutes fraud on the trademark office and would warrant cancellation.

Attorneys & Advisors Fredrikson & Byron, P.A.
main 612.492.7000 200 South Sixth Sireet, Suite 4000
fax 612.492.7077 Minneapolis, Minnesota

ww.fredlaw.com 55402-1425 oy e
wrediaw Exhibit A
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Mr. Larry B. Miller, Esq.
February 22, 2006
Page 2

Given this information, we would also propose that you join us in our pursuit to amend
our Answer and not oppose our eventual motion to consolidate the two proceedings in the
interests of judicial economy and logic. In preparation for these events, we ask that you
stipulate to an extension of the discovery and testimony periods so that all issues can be resolved
in one proceeding. We would propose to postpone the current scheduling order by
approximately four months to accommodate this goal. If you agree, please let me know and I’l1
draft a joint stipulation for your review.

I also welcome the opportunity to discuss these or any other matters you would like to
address in this case. Please contact me at your earliest convenience.

Sincerely,

Molly O'Bris#
Attorney

Direct Dial: 612.492.7308
Email: mloussaeri@fredlaw.com

Loussaert

MOL:#3237591\1

Enclosure















